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Tém tit: Quy tic tham dinh ndi dung d6i v6i don ding ky nhin hiéu truyén théng vé co
ban cling dugc &p dung cho nhan hiéu 3 chiéu, dic biét 1a nhan hiéu 3 chiéu ma c6 hinh
dang mang tinh chtrc ning hodc khong c6 kha ning phan biét nhung lai chira yéu td chit ¢6
tinh phan biét. Tuy nhién, dbi v&i cac nhin hiéu 3 chiéu ma chi ton tai & hinh khi (khong
¢ yéu td chir) nhu kiéu dang ciia san pham hoic bao bi ciia san pham thi viéc dénh gia
tinh phan biét s& phirc tap hon. Tiép theo bai viét trudc di cong bd ciia chiing toi ¢6 nhan
dé “Thuyc tién tham dinh vé hinh thire di véi don ding ky nhan hiéu 3 chiéu ¢ Hoa Ky,
tac gia xin tiép tuc gigi thieu mot s nguyén tac va thuc tién xét nghiém noi dung dic diém
chtrc ning cua dau hiéu 3 chiéu va tinh phan biét cia nd theo phap luat va thuc tién cua
Hoa Ky.

Tir khoa: Pang ky, Hoa Ky, nhan hiéu ba chiéu, néi dung, tham dinh.

1. Nguyén tic tham dinh ndi dung
Nhu da dé cap & bai viét vé tham dinh hinh thic nhan hiéu 3 chiéu, Hoa Ky chi coi
nhén hiéu 3 chiéu 1a tap hop con cua khai niém “bai tri thwong mai” va “bai tri thwong mai”

duoc giai thich 1a nim trong trong khai niém “biéu twong” (symbol) hoic “hinh” (device)

* Bross & Partners, mot cong ty s¢ hitu tri tué dugc xép hang Nhat (Tier 1) bai Tap chi Legal 500 Asia Pacific trong
3 nam lién tiép 2021-2023, ¢6 kinh nghiém giai quyét tranh chap quyén s¢ hitu tri tu¢ bao gom nhan hiéu (thwong
hiéu), quyén tac gia, sang ché, gidng ciy trong & Viét Nam va nudc ngoai.

* Lién hé: vinh@bross.vn ; Mobile: 0903 287 057; Zalo: +84903287057; Skype: vinh.bross; Wechat: Vinhbross2603.
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theo §2 Lanham Act. Bai tri thuong mai theo phap luat My c6 pham vi rat rong. N6 c6 thé
bao gdm kiéu dang cta san pham (vi du nhu hinh dang san phim hodc hinh thirc bén ngoai
san phém), mau sic cia bao bi hodc bao bi cua san ph'flm dugc ban, va huong vi cua san
pham.?
Theo TMEP, khi thim dinh ndi dung don ding ky nhan hiéu 3 chiéu thdm dinh vién
ctia USPTO phai tach riéng xem xét 2 van dé 14 tinh chirc nang (functionality) va tinh phan
biét (distinctiveness). Trong nhiéu truong hop, USPTO tir chéi ding ky nhén hiéu 3 chiéu
dua trén ca 2 can ct ndy. Ciing c¢6 trudng hop kiéu dang san pham (product design) bi tir
chbi vi mang tinh chirc nang cho nén dang ky khong thé duoc cip vi kiéu dang san pham
chua bao gio ¢6 tinh phan biét tu than (inherent distinctivenss). Tuy nhién, vi bao bi san
pham (product packaging) lai ¢ thé co tinh phan biét tu than cho nén trudng hop bao bi
san pham bi tir chdi vi mang tinh chtic ning thi dang ky ciing bi tir chdi trén co sé nhin
hiéu xin ding ky khong c6 kha niang phan biét. Ngay ca khi cudi ciing di xac dinh duoc
bao bi san pham khong mang tinh chirc ning thi can cir tir chi con lai van c6 thé duoc ap

A2

dung.® “Tinh phan biét ty thAn” (inherently distinctive) dugc nhiéu Toa an caa Hoa ky lam
18, chang han nhu “kiéu ddng san phdm cé khd nang thiee hién chitc ndng chi din mot
nguon goc cia san pham”, hoic “cé thé dwoc hiéu la mét chi dan nguén géc cia san

phdm”, hodc “cé thé déng vai tro chinh la chi dan nguon goc ciia san pham”, hoic “hdu

nhie tw ddng néi véi ngueoi tiéu ding rang né dé cdp dén mét thuwong hiéu”, hoic “nguoi
mua ngay ldp tike dyra vao ....dé phéan biét san pham ndy véi san pham cia déi thi canh

tranh”.4

2 Theo c4c an Ié trong vu Wal-Mart, 529 U.S. at 205, 54 USPQ2d at 1065 (kiéu dang trang phuc tré em chira kiéu

dang san pham); Two Pesos, 505 U.S. at 763, 23 USPQ2d at 1081 (noi thit nha hang giéng nhu bao bi san

pham); Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 34 USPQ2d 1161 (1995) (chi mdt mau ciing ¢ thé dugc

bao ho); In re N.V. Organon, 79 USPQ2d 1639 (TTAB 2006) (hwong vi twong tu nhu kiéu dang san phiam va c6 thé

duoc bao hd trir khi né mang tinh chirc nang)

3 Xem chi tiét quy tac thim dinh tinh chirc nang dugc quy dinh @ TMEP §§1202.02(a)-1202.02(a)(viii) va thim dinh

tinh phén biét dugc quy dinh ¢ TMEP 1202.02(b)-1202.02(b)(ii) and 1212-1212.10

4 Xem thém céac an lé: Ashley Furniture, Inc. v. SanGiacomo N.A. Ltd., 187 F.3d 363, 366 (4th Cir. 1999), “is capable

of functioning as a designator of an individual source of the product”; Landscape Forms, Inc. v. Columbia Cascade

Co., 113 F.3d 373, 378 (2d Cir. 1997), “is likely to be understood as an indicator of the product’s source”; Duraco, 40

F.3d at 1449, Knitwaves Inc. v. Lollytogs Ltd., 71 F.3d 996, 1008 (2d Cir. 1995), “is likely to serve primarily as a

designator of origin of the product”; Vornado Air Circulation Sys., Inc. v. Duracraft Corp., 58 F.3d 1498, 1502 (10th
Cir. 1995), cert. denied, 516 U.S. 1067 (1996), “almost automatically tell[s] a customer that [it] refer[s] to a brand”;
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2. Thye tién tham dinh ndi dung don ding ky nhin hi¢u 3 chiéu béi USPTO

Duéi day ching ta cing tim hiéu cach Hoa Ky phan tich kha ning phan biét tir than
va danh gia su ton tai cua tinh chirc nang gan lién v6i ciia nhin hiéu hinh dang thong qua

vai vu viée tir chdi hodc chép nhén bao hd nhin hiéu 3 chiéu ndp tai USPTO.

Vi du 1 - Nhan hiéu hinh dang bi tir chbi vi mang tinh chirc ning
M4y 1am bip rang bo chay dién

US Serial No. 85870582

Nhom 11: may 1am bip rang bo

chay dién

Can ctr nop don: Section 1A
Biang chung sir dung cho Section 1A

Chu don stra d6i phan cdc do/bo 1am tan

bo thanh nét dut do né khong phai 1a mot phan
cua nhan hiéu

Bang doc quyén kiéu dang va sang ché
da hét han cua chii don

Bing doc quyen kiéu dang | Bing doc quyén sang ché
Des. 279,070 1 4,152,974 Cép 8/5/1979
Ngay cap: 4/6/1985 |

Thot han bao ho: 14 ndm

Insty*Bit, Inc., 95 F.3d at 673 (quoting Tone Bors., Inc. v. Sysco Corp., 28 F.3d 1192, 1206 (Fed. Cir. 1994)), “a
buyer will immediately rely on ... to differentiate the product from those of competing manufacturers.”
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Vi du 2: Nhan hiéu hinh dang bi tir chdi vi c6 hinh dang triing véi hinh dang cua

nhan hiéu co trudgc

Yéu t6 chit c6 trong nhan hiéu: SPIRIT
OF HVEN BACKAFALLSBYN

Dbi chimg

US Serial No. 79174846
DKQT 1270294
Nhom 33: Db ubng c6 con (trir
bia)

Can ctr ndp don: Section 66A

US Reg. 4860293
Nhom 33: D6 ubng c6 con (trir
bia), vodka

Can ct ndp don: Section 66A

Vi du 3: Nhan hiéu hinh dang khong dugc bao hé riéng hinh dang di kém

MG6 ta nhan hi€u bdi chu don:

Nhan hiéu gdm mot hinh béng cia cai

chai ¢6 hoa qua va nhan hi¢u "Sprite" dat bén

trong mot hinh da gidc ¢6 cac canh 1om.

M6 ta nhin hiéu bi yéu cu sta boi

USPTO:

Mau séc khong dugc coi la dac diém cua

nhin hiéu. Nhan hiéu gdm hinh d6 béng cua

mot cai chai c6 24 hinh tron, va mot phién ban

cach di¢u cua trai chanh cung chir "Sprite" dat

US Serial No. 85771314
US Reg 4431252
Nhom 32: D6 udng nhe

Can ctr nop don: Section 1A




nhan:
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trong mot hinh da giac cé cac canh 10m gan
phia c6 chai.

Chu don cung cap bang ching sir dung

Mo ta nhan hiéu duoc USPTO chép

Vi du 4: Nhin hiéu hinh dang bi tir chdi vi chi mang tinh trang tri

Disclaimer: Khong dugc doi

quyén doc quyén str dung “hinh cai

chai” ngoai nhan hiéu néu trén®

Mau sdc khong duogc coi la dac diém ctua

s

no

nhan hiéu. Nhan hiéu bao gdm mot thiét ké do
hoa hai chiéu mé ta phan chinh cia mot hinh
lon ngoai ¢& c6 "nap bat". Cac dudng nét lién
thé hién vi tri cua nhan hiéu trén hai tam thung

cac tong lién ké va nhan biét cac dac diém cua

US Serial No. 78845096
Nhém 32: D6 ubng khong co

con

Can ct ndp don: Section 1°

=} W, 6\ —
Bang chimg sir dung
Vi du 5: Nhan hiéu hinh dang duoc bao ho ma khong can bang chiing secondary
meaning

tic tvong tu 4p dung cho phan chir mo ta.

hinh nay chi mé ta dic diém, muc dich, tinh ning cua san phiam cy thé vi hinh anh hoic hinh déng va cac tir/ngit miéu

ta hinh déng déu trong duong vé phéap 1y. Do d6, yéu td hinh ciing phai bi bugc tuyén bé khong bao hé riéng theo quy

5 Tir chdi cia USPTO yéu cau cha don phai tuyén bb khdng bao ho riéng hinh cai chai ngoai mau nhan hi¢u trén vi
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Nhém 33: Rugu vang, do udng
c6 codn
S6 dang ky quéc té: 885019
Ding ky My s6: 3,261,277

Theo vi du 1, USPTO tir chbi nhan hiéu 3 chiéu xin ding k¥ cho hinh dang chiéc

may lam bip rang bo chay dién vi né vira mang tinh chitrc ning vira khong c6 kha ning

phan biét bat luan chii don ddng ¥ sira d6i phan cc do/bd lam tan bo thanh nét dit va tuyén

bd chiing khong phai 13 mot phan ciia nhan hiéu. Vé 1y do tir chdi do tinh chirc ning, cin

ctr bang chtng c6 lién quan va vién din dén cac an 1¢ lién quan khang dinh mot dic diém

mang tinh chirc nang néu nd “thiét yéu doi véi viéc sir dung hodc muc dich ciia san pham”

hodc n6 “dnh huwdng téi chi phi hodc chat lwong ciia san pham”, USPTO cho rang nhin

hiéu 3 chiéu xin dang ky dem lai loi ich hitu dung cho ngudi st dung, nghia 13 san pham

hodc d6 chira dung c6 hinh dang cu thé vi né hoat dong tot hon & hinh dang do.

Vé 1y do tir chbi do nhan hiéu 3 chiéu khong co tinh phan biét, USPTO lap luan

nhan hiéu 3 chiéu 14 hinh dang san pham khong c6 tinh phéan biét trir khi ¢ du bang ching

cho thay nhin hiéu 3 chiéu nay di gianh dugc kha ning phan biét nho st dung. USPTO

nhan dinh thém rang hinh dang san pham c6 thé khong bao gio c6 kha nang ty phan biét

theo luat dinh vi nguoi tiéu dung hiéu rang hinh dang d6 chi ¢6 y dinh 1am cho san pham

hitu dung hodc hap dan hon 1a gitip nhan biét ngudn gbc ciia chung.

Chu don khiéu nai 1én Ban khiéu nai va xét xtr nhan hiéu (TTAB)® sau khi USPTO

tiép tuc bao luu quan diém tir chdi véi Iy do bang doc quyén kiéu dang va sang ché (dd hét
han) thudc s hitu cta chinh chil don 12 bang ching vé tinh chitc ning. Xem xét lai vé viéc

c6 hay khong c6 tinh chirc ning, TTAB cho rang nhén hiéu cta chi don vé tong thé co dic

8 TTAB la tir viét tit cua “The Trademark Trial and Appeal Board” duoc tam dich 1a Ban khiéu nai va xét xir Nhan

hi¢u. TTAB la mot co quan chuyén mon truc thude Co quan Sang ché va Nhan hiéu Hoa Ky (USPTO) gom 1 chanh

an, 18 tham phan hanh chinh, 14 luat su ad-hoc cling véi doi ngii cac nhan vién hd trg, gidp viéc. TTAB ¢6 chirc ning

giai quyét tranh chip nhan hi¢u gom phan ddi hozc huy bo hiéu luc nhan hiéu va giai quyét khiéu nai chdng tir chdi

bao ho nhan hiéu bai USPTO. Xem thém vé& TTAB ¢ bai viét “Giai quyét tranh chdp nhan hiéu (thuwong hiéu) ¢ Hoa

Ky théng qua thi tuc phan doi nhan hiéu tai TTAB (USPTO) : http://bross.vn/newsletter/ip-news-update/Giai-quyet-
tranh-chap-nhan-hieu-thuong-hieu-o0-Hoa-Ky--thong-qua-thu-tuc-phan-doi-nhan-hieu-tai-TTAB-USPTO
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tinh hitu dung bang minh chtng 14 bang sang ché ctia chu don va cic bang ching quang

c4o cua chi don. Cép bao ho cho nhén hiéu cua chi don s& vi pham nguyén tic cia luit 1a

cAm cép bao hg cho nhan hi¢u c6 tinh chiric ndng, va lam 1é€ch lac sy can béng mong manh

gita luat nhan hiéu va luat sang ché. Vay nén, nhin hiéu cia chit don mang tinh chirc ning

theo quy dinh tai §2(e)(5) Lanham Act

Vé khiéu nai ctia chil don trén co s nhin hiéu gianh duoc chirc ning nhén hiéu (cha

don cung cap chimg cir lién tuc st dung & My trén 10 ndm tir ndm 2002 v6i doanh thu trén

77 triéu do6 va chi phi quang cao bo ra hon 6 triéu do), TTAB cho rang khoang thoi gian

trén 13 nam st dung nhan hiéu 1 chwa du thuyét phuc rang nhan hiéu 3 chiéu nay di gianh

duogc tinh phan biét trong tri nhé cta cong chung. Thuc té theo cac vu viée khac co lién

quan, bﬁng chirng st dung dén 16 nam hodc tham chi 1a 66 nam nhu dbi v4i nhan hiéu hinh

dang dan ghi ta van chua da 1am cho hinh dang san pham ciia chiing tré thanh nguén goc

thwong mai. Vi chinh ban chat hinh dang ctia san pham lam cho cong ching quan niém

rang hinh dang san pham d6 vé thyc chat chi mang tinh hitu ich hon 1a chi din ngudn géc.

Cudi cung, TTAB quyét dinh dong ¥ toan b voi quan diém tir chdi cia USPTO ring nhan

hiéu 3 chiéu ciia hinh dang may 1am bap rang bo ciia chu don khong duoc cap bao ho dua

trén ca 2 can ctr phép 1y 1a nd6 mang tinh chirc ndng va cling khong c6 kha nang phan biét.

Khac véi vi du 1, nhdn hiéu 3 chiéu theo vi du 2 yéu cau bao hd ca hinh dang cua

c4i chai va yéu t6 chit SPIRIT OF HVEN BACKAFALLSBYN c6 trén hinh dang céi chai.

USPTO tir chdi bao ho vi 6 1y do ca hinh thirc va ndi dung. Mot trong s cac 1y do tir chbi

nay 1a USPTO két luan rang nhin hiéu nay bi tir chdi vi 14 hinh dang san pham khong c6
tinh phén biét trir khi c6 bang chig chimg minh nhan hiéu 3 chiéu xin dang ky gianh dugc
chtrc nang nhin hiéu thong qua st dung. Tuy nhién, USPTO ciing goi y rang 4 yéu td cta
an 1& Seabrooks’ sau s& dugc xem xét khi xac dinh tinh tu phan biét ctia nhan hiéu hinh

dang gdm ca bao bi san pham:

7‘An lé Seabyook Foods, Inc. v. Bar-Well Foodg, Ltd., 568 F.2d 1342, 1344, 196 USPQ 289, 291 (C.C.P.A. 1977 cho
rang "mgt dau hiéu c6 kha ndang ti phan biét néu ban chat bén trong cua né déng vai tro nhdn biet mét nguon goc cu
the".
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(1) Liéu nhan hiéu xin dang ky c6 phai 1a hinh dang hoic kiéu dang co ban “thong

thuong” hay khéng?

(2) Liéu nhan hiéu xin dang ky c6 doc dao hoac khac thuong ¢ linh vuc kinh doanh ma

n6 duoc dung khong?

(3) Liéu nhén hiéu xin ding ky c6 phai chi 1a dang thém/thay d6i nhé tir hinh thirc trang

tri noi tiéng hodc dugc dung rong rai ga‘in lién véi mot loai hang hoa cu thé duoc

danh gia bai cong chung 14 bai tri thwong mai hodc trang tri cia san pham khong?

(4) Liéu nhan hiéu xin dang ky khong c6 kha ning tao ra an tuong thuong mai khac biét

véi cac tu/nglr di kem véi nd khong

Ly do tht hai ma USPTO tir chéi 12 nhan hiéu 3 chiéu xin ding ky twong tu giy

nham 14n véi nhan hiéu 3 chiéu co trude theo dang ky s6 4860293. USPTO thiy rang nhan

hiéu 3 chiéu cua chu don 1a hinh dang cua chai rugu trong khi nhan hiéu 3 chiéu cua chu

nhén hiéu d6i chtirng cling 1a hinh chai ruou c6 hinh dang trung. Khi cadc nhan hiéu dugc

dé cap cung 13 nhin hiéu hinh dang thi tinh twong tu chu yéu dugc quyét dinh trén co s

tuong ty vé thi gic. San pham mang cac nhan hiéu tring nhau vi ching cing 1a d6 uéng

c¢6 con. §2(d) Lanham Act ngan cAm cap bao ho cho nhan hiéu xin dang ky ma giéng nhan

hiéu d3 dang ky dén muc c6 kha nang 1am cho ngudi tiéu ding bi nham hoic lra déi vé

ngudn géc ciia san pham ban boi chi don va chi nhan hiéu dbi chang.

O vi du 3 chiing ta nhan thay chi don khong mé ta nhan hiéu xin dang ky 1a nhin

hiéu 3 chiéu ciing nhu khong yéu cau bao ho hinh dang cai chai do vay USPTO di coi nhin

hiéu xin dang ky nay nhu thé 1a nhin hiéu truyén thong. Theo d6, USPTO di két luan cac

dau hiéu chir Sprite hinh trai chanh dat trén hinh da gidc c6 mat 16m hudng vé phia co chai

cung 24 hinh tron nhé trén bé mit cua than chai 1a c6 chtrc nang phan biét trong khi ban

than hinh cai chai khong c6 chirc ning nhan hiéu nén né bj loai trir bao hd bang tuyén bd
khong bao h riéng hinh cai chai ngoai mau nhan hiéu da ding ky
O vi du 4, USPTO cho rﬁng dac tinh trang tri cua bao bi cling co thé 1am cho nhén
hiéu hinh dang khong c6 chirc nang nhan hiéu. Bat luan nhiéu 1an chu don khiéu nai va
tranh luan, USPTO van giit quan diém tir chdi vi cho rang nhan hi¢u xin dang ky chi mang

dac diém trang tri cia bao bi san pham, khong c6 chirc ndng lam nhan hi¢u dé nhan biét va
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phan biét v6i san pham ciia nguoi khac va chi din ngudn gbe thuong mai cu thé. Dé c6 thé

vuot qua tir chdi nay, USPTO goi ¥ cha don c6 thé thuc hién bing theo mot trong céc

phuong 4n chang han nhu nhan hiéu da gianh duoc kha nang phéan biét bang viéc ndp bang

ching chirng minh nhu tai liéu, chi phi quang cdo va sy cong nhan cta khach hang.®

Dbi voi vi du 5, lac dau USPTO tir chéi khi cho rang hinh dang cai chai khong gilp

nhan biét n6 1a ngudn gdc thuong mai, trir khi cha don chimg minh dugc hinh dang céi

chai (khong c6 chir) da gianh dugc chirc nang nhan hiéu nho qua trinh stir dung (secondary

meaning) bang viéc ndp bang chimg str dung c6 lién quan t6i 3 yéu td: (a) nguoi ndp don

da st dung dau hiéu 3 chiéu trén bao lau tai My, (b) dang quang cdo va sb tién da bo ra

quang cdo tai My, (c) nd luc ctia nguoi ndp don tai My dé lién tudong san pham mang nhan

hiéu xin dang ky. Chu don khiéu nai lap luan rang USPTO di str dung nham quy tic xdc

dinh dac tinh phan biét tu than cua nhan hiéu 3 chiéu vi ngudi ndp don khong di ban chai

ma ban dd udng c6 con do vay quy tic hoic phép thir (test) phit hop cho hd so nay phai 13

4 yéu t6 dua theo an 18 Seabrook® gom: (a) liéu nhan hiéu cé phai la hinh dang hoic kiéu

dang co ban thong thuong, (b) liéu nd c6 doc dao hoac khac thuong trong linh vuc kinh

doanh dung cu dung d6 uéng, (c) liéu nd c6 phai chi 1a sy thay d6i nho dya trén céac hinh

thire trang tri dugc sir dung thong thudng hoic phd bién cho mot loai hang hda cu thé ma

dugc danh gia boi nguoi tiéu dung vai tu cach chi la dang trang tri, va (d) liéu n6 khéng

c6 kha ning tao nén an twong thuong mai khac biét véi cac tir di kém khong. Theo d6, chu
don cho rang nhén hiéu 3 chiéu (chai) c6 ban chat dic biét. Cai chai khong phai 1a mot hinh
dang hodc thiét ké pho bién. Pic diém trung tdm cta chai 13 hinh dang cot voi cac rinh doc
sau & nira dudi ciia chai. Ranh sau trong mot chai nude giai khat khong phai 1a dac diém

chung. Khong c6 bang ching nao trong s6 cac bang ching duge xem xét cia USPTO cho

8 Pon nay di bi hily bo vi chu don khong tra 161 tir chbi cia USPTO trong d6 goi ¥ cung cap thém chung cir ching

minh nhan hiéu xin ding ky da gianh dugc chic ning nhén hiéu nho qué trinh s dung

% Theo an 1@ tai link: https://www.ravellaw.com/opinions/b0b7c6657563d60c8b2bc7alac93dcb9, 4 yéu té phai xem

xét danh gia kha nang tu phan biét cua bai tri thwong mai (inherently distinctive trade dress) gom:

(1) a common shape or design;

(2) unique or unusual in the field in which it is used;

(3) a mere refinement of a commonly-adopted and well-known form of ornamentation for a particular class of goods;

and
(4) capable of creating a commercial impression distinct from the accompanying words.
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théy mdt chai nudce gidi khat c6 ranh sau ndi bat. Nguoc lai, chai dung do uéng thuong su
bao ho cho nhén hiéu 3 chiéu trén.

dung céc rinh ndng véi do phong rong. USPTO chip nhan lap luan khiéu nai trén va cip



